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REASONS FOR PRE-APPEAL REVIEW REQUEST 

In the application claims 48-67 remain pending and stand finally rejected as being 
rendered obvious primarily based upon Herold (U.S. Patent No. 5,832,067) as modified by 
Nishizawa (U.S. Patent No. 6,842,779). 

As concerns the rejection of the claims, it is first respectfully submitted that it is believed 
that Nishizawa is not "prior art" and, for this reason, the rejection of the claims should be 
withdrawn. More particularly, while the subject application for patent was filed on July 1 1 , 
2000, the subject application for patent claims the benefit of provisional application numbers 
60/143,475, 60/158,986, and 60/166,052 filed on July 12, 1999, October 12, 1999, and 
November 17, 1999, respectively. 

Considering now Nishizawa, Nishizawa issued as a patent on January 11, 2005 from an 
international application for patent that was filed prior to November 29, 2000 and, as such, it is 
believed that the 35 U.S.C. § 102(e) date for Nishizawa cannot be earlier than the date of 
fiilfillment of the requirements of 35 U.S.C. § 371(c)(1), (2) and (4), i.e., November 12, 1999. 
(See MPEP 706.02(f)(1)). Since the filing date of at least two of the provisional applications for 
patent to which the subject application for patent claims priority predate the earliest filing date to 
which Nishizawa may be entitled, it is respectfully submitted that the rejection under 35 U.S.C. § 
103 should be withdrawn 

Notwithstanding the foregoing, it is respectfully submitted that the combination of Herold 
and Nishizawa still fails to disclose each and every element set forth in the claims as is required 
to maintain a prima facie case of obviousness. In this regard, Herold discloses a method and an 
apparatus for transferring information from a remote server to an alarm clock. Specifically, the 
alarm clock has a selectable switch indicative of a plurality of states and the remote server stores 
a plurality of messages. At a designated time, the alarm clock generates an alarm signal which is 
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used to dial the remote server and the remote server selects a message to return to the alarm 
clock, the message being selected based upon the state of the selectable switch. Accordingly, it 
will be appreciated that the system of Herold does not function by providing a content preference 
selection to a server for use in comiection with a search engine which functions to retrieve from 
the Internet content that is relevant to the content preference selection for return to the alarm 
clock as is claimed. That Herold fails to disclose at least these claimed elements has been 
acknowledged in the rejection of the claims. 

Considering now Nishizawa, Nishizawa discloses an agent accessory tool that operates 
external to a web browser and which, at a designated time, checks for new data or information at 
a web application and displays a message in order to inform the user that the web application 
posses new data or information which the user may then desire to access. (Col. 2, lines 27-40). 
By way of example, Nishizawa describes that the user may be informed of the arrival of new 
mail at a web mail application through the emission of a sound or movement on a screen without 
the user being required to first open or activate a browser. (Col. 4, lines 45-56). While 
Nishizawa discloses signaling a user that information is available at a Web application without 
requiring the user to first open or activate a browser, it will be appreciated that Nishizawa does 
not disclose, teach, or suggest that which is missing fi-om Herold, namely, providing a content 
preference selection to a server for use in connection with a search engine which fimctions to 
retrieve from the Internet content that is relevant to the content preference selection let alone for 
return to any type of play back device, such as an alarm clock, as is set forth in the claims. Thus, 
by failing to disclose, teach, or suggest those claimed elements that are missing fi-om Herold, it is 
respectfiilly submitted that nothing fi-om within Nishizawa can be said to suggest modifying 
Herold to arrive at the invention that is set forth in the claims. For at least this fiirther reason it is 
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respectfully submitted that the rejection of the claims fails to present a prima facie case of 
obviousness and must be withdrawn. 

In view of the foregoing it is respectfully submitted that the application is in good and 
proper form for allowance. Such action of the part of the reviewing panel is respectfully 
requested. 

Respectfully Submitted; 



Date: March 21, 2006 



By: 





Gary R. Jarosijt, Reg. No. 35,906 
Greenberg Traurig, LLP 
77 West Wacker Drive, Suite 2500 
Chicago, Illinois 60601 
(312) 456-8449 
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